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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONEO (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 14 December 2005 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-14 and 17-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) IEI Claim(s) 1-14 and 17-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)Q objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
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1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 23 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the ad to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
Claim 23 requires the metallic region to be no more than 3mm thick; however the 
specification only provides enablement for the thickness to be 1 to 3mm. Claim 23 
implies that the thickness can be thinner than 1 mm; therefore, claim 23 has been 
rejected. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 25 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim 25 recites "wherein the tendency for wear on the face to be reduced in the 
sweet spot, relative to other portions of the face, provides a long term indicator of a 
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golfer's performance." It is unclear as to what is being conveyed in claim 25. Clarity to 
the claim needed. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-14 and 17-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson (USPN 5024437) in view of Thomas et al. (USPN 
5460317) and Igarashi (USPN 5437088). 

Regarding claims 1, 8, 14, and 18, Anderson discloses club head wherein the 
club head is fabricated with a metallic face and the face is welded thereon (See Entire 
Document). Though not explicitly disclosed, one having ordinary skill in the art is aware 
that after welding the workpiece is machined to remove the flashes formed during the 
welding in order to smoothen out the surface. Anderson does not disclose the type of 
welding process used or how the grooves shown in Figure 5 are fabricated. Thomas 
discloses a friction stir welding process in which reduces oxidation (See Abstract). One 
having ordinary skill in the art would have found it obvious to friction stir weld the face 
onto the club head, as taught by Thomas et al., in order to reduce the oxidation of the 
workpiece. In order to join the two members, the material has to be heated and then it is 
cooled in which the heat and cooling combination would change the grain structure of 
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the material joining the two members. Based on the above, it is submitted that the 
friction stir process disclosed by Thomas would inherently create local fine grain 
microstructures. Igarashi discloses a club face in which has been resurfaced to provide 
a surface topology to enhance backspin and reduce sidespin (See Abstract). One 
having ordinary skill in the art would have found it obvious to resurface the clubface, as 
taught by Igarashi, in order to optimize the spin of the golf ball. 

Regarding claims 2 and 9, Anderson discloses the club head comprising titanium 
copper, or aluminum (See Abstract). 

Regarding claims 3 and 11, Anderson discloses the clubhead being casted 
and/or forged (See Column 2, lines 21 through 62). 

Regarding claims 4 and 12, Thomas et al. discloses the friction stir welding being 
performed on an aluminum alloy at 800 to 1500 rpm using a FSP (See Column 4, lines 
50 through 64). 

Regarding claims 5 and 13, Thomas et al. discloses the friction stir welding being 
performed at 190 to 370 mm/minute using a FSP tool (See Column 4, lines 50 through 
64). 

Regarding claim 6, Igarashi discloses the resurfacing step including milling (See 
Abstract). 

Regarding claims 7 and 17, Igarashi et al. discloses the desired surface topology 
including at least one groove (See Abstract). 

Regarding claim 10. Anderson shows the metal workpiece being a plate (See 
Figure 3). 
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Regarding claim 20, Thomas discloses the friction stir processed metallic region 
being harder than the other portions of the head. 

Regarding claim 21, Thomas discloses the friction stir processed metallic region 
exhibits fewer voids and defects than the other portions of the head. 

Regarding claim 22, Thomas discloses the friction stir processed metallic region 
is more resistant to wear than the other portions of the head. 

Regarding claim 23, Anderson does not disclose the thickness of the materials. 
Thomas disclose the friction welding process being used on materials have varying 
thickness. In one particular example the sheets being joined are approximately 3mm 
(See Column 4, lines 50 through 64). One having ordinary skill in the art would have 
found it obvious to apply the process to materials of any thickness, even 3mm, in order 
join two materials and to reduce oxidation. 

Regarding claim 24, the combination of Anderson in view of Thomas and 
Igarashi teaches the friction stir processed metallic region being related to the sweet 
spot for the head being that it is the face plate that is being welded. 

Regarding claim 25, Anderson shows in figures 1, 2, and 4 areas outside of the 
weld joint which constitutes the pad of the face of the club head. It should also be noted 
that the applicant does not define what constitutes the sweet spot, therefore, it is 
submitted, in combination with Thomas and Igarashi, that the points in which the weld 
joints are located have reduced wear than the other parts of the face. 

Response to Arguments 
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Applicant's arguments filed 12/14/05 have been fully considered but they are not 
persuasive. Applicant argues that a) Anderson teaches away because it discloses the 
insert being harder than the club head, b) the friction stir process being applied only on 
the club face and not being used to join the club face to the club body, and c) Thomas 
does not disclose the same friction stir process in which the applicant used. The 
examiner disagrees. 

In regards to issue a), the applicant's claim is not worded to imply that the club 
head and the club head body cannot be different materials. The fact that a material is 
harder than other is not off issue. Anderson teaches the use of welding applied to the 
club face and club body of the club head. 

In regards to issue b) again applicant has not convey within the claim that the 
friction stir process is applied to only the club face. The current claim 1 recites that the 
friction stir processing is applied to a region of the club face. Anderson discloses the 
region to be welded being the perimeter and Thomas discloses friction stir welding. 

In regards to issue c) again the claim gives no distinction as to what type of 
friction stir process is being used. The applicant cited different patents to show the 
distinction of termage, however, it was not taken into account on what circumstances as 
to how the termage was derived. Furthermore, the applicant disclose friction stir 
processing as being the passing of a rotary tool through metallic material in which 
Thomas discloses. 

Applicant also argues that the sweet spot of the club head is at the center of the 
face. The examiner disagrees. The sweet spot is the most effective place around the 



Application/Control Number: 10/673,613 Page 7 

Art Unit: 3711 

center of gravity in which to striking a ball. Based on definition, the sweet spot can be 
anywhere so long as it is an effective place to strike the golf ball. The weld of Anderson 
surrounds the interior of the club face; therefore, it is submitted that the entire club face 
is the sweet spot. 

With regards to the 35 USC 1 12, 1 st paragraph rejection, preferably does limit the 
invention, because it has not been demonstrated that any other thickness may be used. 

With respect to the 35 USC 112, 2 nd paragraph, claim 25 only recites an intended 
use. The claim does not provide any structure or method to the instant claims. It is 
suggested that claim 25 be incorporated into claim 24 to overcome the rejection. 

The above rejection has been furnished in responds to the applicants arguments 
dated 12/14/05. 

Conclusion 

All claims are drawn to the same invention claimed in the earlier response and 
could have been finally rejected on the grounds and art of record in the next Office 
action if they had been entered in the earlier response. Accordingly, THIS ACTION IS 
MADE FINAL even though it is a first action in this case. See MPEP § 706.07(b). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alvin A. Hunter whose telephone number is (571) 272- 
441 1 . The examiner can normally be reached on Monday through Friday from 7:30AM 
to 4:00PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gene Kim, can be reached on 571-272-4463. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Alvin A. Hunter, Jr. 




EUGENE KIM 
SUPERVISORY PATENT EXAMINER 



